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DE Technologies, lnc. (tçDE'') tiled this patent infringement action, alleging that

defendants ISIAOPUSA, Inc. ((6lShop'') and International Checkout, Inc. (ttIC'') implemented the

technology claimed by DE in U.S. Patent No. 6,460,020 (ttthe $020 Patenf') and U.S. Patent No.

6,845,364 (ttthe :364 Patent''). The court previously ccmstrued the claims of the same patents in

an infringement action filed by DE against Dell, Inc. DE Techs.. Inc. v. Dell. lnc., No.

7:04CV00628 (W.D. Va.). The case is presently before the court for consideration of the legal

effect of the court's rulings in the earlier infringement action.

Background

DE is a Delaware corporation based in Blacksburg, Virginia. The company ttwas

established to develop, test, and later sell . . . a computer system to conduct international

com mercial transactions for the selling and purchase of goods over the Intenwt, Intranet, and

other computer-to-computer systems.'' (Am. Compl. at 2-3). Both of its patents, the 1020 Patent

and the 4364 Patent, are <édirected to the facilitation of intem ational purchasing of goods over the

intemet/intranet, addressing a11 aspects of such transactions.'' (Am. Compl. Exs. A & B).

In October of 2004, DE filed a patent infringement action against Dell, lnc. (çiDell'') in

the W estem  District of Virginia, alleging that Dell infringed the :020 Patent and the :364 Patent.

Case 7:11-cv-00183-GEC   Document 74    Filed 12/01/11   Page 1 of 7   Pageid#: 429



The case was assigned to the undersigned district judge and, after three years of pretrial

proceedings, the case settled prior to trial.

Before DE and Dell entered into their settlement agreement, the court issued a nllmber of

rulings. On February l4, 2006, following a M arkmanl hearing, the court issued a claim

construction opinion and order, construing the disputed terms of the 1020 and (364 Patents. DE

Techs.. Inc. v. Dell. lnc., No. 7:04CV00628, 2006 U.S. Dist. LEXIS 5459, at *5-35 (W .D. Va.

Feb, 14, 2006), Three months later, the court granted Dell's motion for partial summary

judgment of invalidity, concluding that claims 13 tluough 15 and 17 of the 1020 Patent are

indefinite as a matter of law. DE Techs.. Inc. v. Dell. Inc., 428 F. Supp. 2d 512, 522 (W .D. Va.

2006). Thereafter, DE and Dell filed additional motions for sllmmary judgment. By opinion and

order entered April 9, 2007, DE's motions were denied and Dell's motions were granted in part

and denied in part. DE Techs.. lnc. v. Dell. Inc., No. 7:04CV00628, 2007 U.S. Dist. LEXIS

27157, at * 1 10 (W .D. Va. Apr. 9, 2007).

Neither DE nor Dell asked to have the court's nzlings withdrawn as part of their

settlement. However, the final order, prepared by the parties, provided that a11 of the previous

orders in the case, including the court's claim construction nzlings and the court's rulings on

partial summary judgment, ç%were not final, were interlocutory in nature and were subject to

further revision by this Court at any time prior to entry of final judgment.''

1 M arkman v. Westview lnstrumentse lnc., 52 F.3d 967 (Fed. Cir. 1995) (en banc), aff'd, 517
U,S. 370 (1996).

2
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On April 23, 2010, DE filed the instant action for patent infringement against Ishop, IC,

and two other defendants in the Eastern District of Texas.z After the action was filed, Ishop and

IC moved to transfer it to this district. On M arch 24, 201 1, the motion was granted, and the case

was transferred to the tmdersigned district judge.

At the request of the court, and in accordance with the scheduling order entered on

August 2, 201 1, the parties submitted cross-briefs regarding the legal effect of the court's rulings

in the earlier patent case. The court held a hearing on the issue on November 18, 201 1.

Discussion

In their respective briefs, DE and the defendants focus on two opinions in the previous

patent case: (1) the court's ruling on partial summary judgment that claims 13 through 15 and 17

of the :020 Patent are invalid; and (2) the court's Markman rulings regarding the proper

intepretation of disputed claims from the 1020 and 6364 Patents.

1. The Court's Invalidity Finding as to Claims 13r-15 and 17 of the (020 Patent

As noted above, the court ruled on partial sllmmaryjudgment in the previous case that

Claims 13 through 15 and 17 of the 4020 Patent are indefinite as a matter of law and, thus,

invalid. W hile the defendants ask the court to determine what preclusive effect, if any, the

court's partial summary judgment order has on the current proceedings, the court declines to do

so at this time. As the defendants acknowledge in their briefs, it is undisputed that, in the instant

action, DE has not asserted any of the claims that were the subject of the court's invalidity ruling.

Consequently, unless and until DE attem pts to assert Claim s 13, 14, 15, or 17, the court will

2 The other defendants, E4X, lnc. and Fiftyone, Inc., were voluntarily dismissed from the case
on January 3, 20l l .
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refrain from ruling on the legal effect of the court's partial summaryjudgment order in the

previous case. See, e.g., Jackson v. Jackson, 857 F.2d 951, 956 n.1 (4th Cir. 1988) (çtW hen a

controversy has yet to arise, but might arise in the future, the court may not issue an opinion on

the potential controversy because that controversy is not yet éripe' for adjudication.'').

Il. The Court's Claim Construction Rulings

According to the parties' briefs, DE has identified three patent terms requiring

construction.. çdselecting language from a m enu''' çiselecting a currency from a menu''' and, >

itinternational shipping information.'' Each of these terms was construed in the court's Markman

opinion in the previous action.DE Techs., lnc. v. Della lnc., No. 7:04CV00628, 2006 U.S. Dist.

LEXIS 5459, at * 14-21 (W .D. Va. Feb. 14, 2006). Shortly after the Markman opinion was

issued, DE m oved for reconsideration of the court's construction of çdselecting a language from a

m enu'' and çtselecting a currency from a m enu.''DE also asked the court to clarify its

construction of tdinternational shipping infonuation.'' By opinion and order entered M arch 2 1,

2006, the court denied DE's motion for reconsideration and granted its request for clarification.

ln so doing, the court slightly modifed its constnzction of the phrase ttinternational shipping

information'' to address the concems raised by DE. DE Techs.. Inc. v. Dell. Inc., No.

7:04CV00628, 2006 U.S. Dist. LEXIS 1 1603, at *6-7 (W .D. Va. Mar. 21, 2006).

The defendants contend that the court's mior M arkman rulings should be given

preclusive effect, and that the doctrine of collateral estoppel bars DE from relitigating the terms'

appropriate construction. In response, DE argues that the claim construction order was not a

tdfinal judgment'' to which oollateral estoppel oould apply and, thus, that the court's prior
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M arkman rulings are not entitled to preclusive effect. See K10th v. M icrosoft Cop ., 355 F.3d

322, 326 (4th Cir. 2004) ((tTo apply collateral estoppel or issue preclusion to an issue or fact, the

proponent must demonstrate that (1) the issue or fact is identical to the one previously litigated;

(2) the issue or fact was actually resolved in the prior proceeding; (3) the issue or fact was critical

and necessary to the judgment in the prior proceeding; (4) the judgment in the prior proceeding is

final and valid; and (5) the party to be foreclosed by the prior resolution of the issue or fact had a

full and fair opportunity to litigate the issue or fact in the prior proceeding.').

As both sides recognize in their respective briefs, dtthere is an ongoing debate as to the

preclusive effects of a M arkman l'uling.'' Powervip. lnc. v. Static Control Com ponents. lnc., No.

1:08CV00382, 201 1 U.S. Dist. LEXIS 72328, at *9 (W .D. Mich. July 6, 201 1). çdW ith little

guidance from the Federal Circuit on the issue, district courts have split on whether a M arkman

claim constnzction ruling has preclusive effects in subsequent litigation involving the same

patent, especially where the prior litigation settled before a finaljudgment was entered, the ruling

has otherwise yet to be applied in a final judgment regarding infringement or validity, or where

the ruling has not undergone Federal Circuit review.'' ld. (internal citations omittedl; see also

Parker-l-larmifin Cop. v. Baldwin Filters. Inc., 724 F. Supp. 2d 810, 815 (N.D. Ohio 2010)

(noting that %tthere is a split in circuits on this issue'') (intemal citations omitted). While some

district courts have held that prior M arkman rulings were itsuftkiently Efinal' to merit application

of collateral estoppel - even though the matter to which they were necessary was never reduced

to a final judgment after verdict,'' TM Patents. L.P. v. lnt'l Bus. Machs. Coro., 72 F. Supp. 2d

370, 377 (S.D.N.Y. l 999), others, including anotherjudge in this district, have reached the
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opposite conclusion on similar facts.See Kollmorgen Corp. v. Yaskawa Elec. Cop ., 147 F.

Supp. 2d 464, 466-470 (W .D. Va. 2001) (Turk, J.) (holding that the doctrine of collateral

estoppel did not apply, and that a patentee was not bound by a claim construction order issued in

a previous case against a different defendant in which the parties settled after the M arkman

ruling, but before the jury retumed a verdict on the ultimate issue of infringement).

Having considered the parties' arguments, the applicable case law, and the particular

circum stances of this case, the court declines to apply the doctrine of collateral estoppel to the

court's prior Markman rulings. Instead, the court holds, as have other district courts faced with

this issue, that while not entitled to preclusive effect, the prior Markman rulings will be given

çtdeferential treatment unless clearly erroneous.'' Parker-l-lannifin Corp., 724 F. Supp. 2d at 8 16;

see also Sears Petroleum & Transp. Corp. v. Archer Daniels Midland Co,, No. 5:03CV01120,

2007 U.S. Dist. LEXIS 53576, at *24 (N.D.N.Y. July 24, 2007) (emphasizing that Sdconsiderable

deference'' should be given to a court's prior claim construction rulings ççunless overruled or

undermined by subsequent legal developments, including intervening case law''). Thus, absent a

showing by DE that the court's original construction of a disputed term was incorrect as a matter

of law, the court will apply its prior M arkman rulings in the instant action.

The court is convinced that this standard appropriately balances two important interests -

fairness to all litigants, and consistency in the construction of patent claims. The standard

recognizes the S'importance of unifonnity in the treatment of a given patent.'' M arkman, 517

U.S. at 390. After all, once claim construction rulings are rendered, following a detailed and

studied analysis, it is only reasonable to expect that the rulings will carry som e precedential

value. On the other hand, the court should not be so intransigent as to ignore persuasive
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arguments establishing the existence of clear enor in an earlier claim construction. Thus, unless

plaintiff sustains this difficult burden of persuasion, the court will defer to its earlier rulings.

The Clerk is directed to send certified copies of this memorandum opinion to a1l cotmsel

#f N
ENTER: This day of Decem ber, 201 1.

of record.

4 ()
Chief United States District Judge
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